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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1 .1 14. Applicant's submission filed on 10 
March 2008 has been entered. 

Response to Arguments 

Applicant's arguments with respect to the claims have been considered but are 
moot in view of the new ground(s) of rejection necessitated by Applicant's amendments. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 1 - 7, 10 - 17, 19, 20, 22 - 25, 27, 28, 31, 32, 34 - 38, 40 - 45, 47, 49 

and 53, 55 - 61 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Watanabe (U.S. Patent 6,763,458). 

Regarding Claims 1 and 2, Watanabe discloses: 

A computer system adapted to play audio files (200), said computer system 
comprising: 

a system CPU (102); 

a memory coupled to said system CPU (104); 

at least one drive comprising compressed audio data coupled to said system 
CPU, said compressed audio data residing in an audio file (240-1 and 616); 

wherein a play list software program selects and stores a play list comprising 
said audio file; (i.e. software for organizing the content and allowing the user to identify 
favorite audio files, storing them and providing a unique naming of the copy based on 
some naming convention; col. 37 lines 40 - 67 and col. 38 lines 1 - 7; and the digital 
audio player sequentially plays the prepared directory; col. 38 lines 25 - 35); 

wherein a first operating system is adapted to control at least said system CPU 
and said memory (i.e. the primary operating system; cols. 37, 38); and 

wherein a second operating system is adapted to retrieve said play list (i.e. in 
the digital audio mode selected by the mode selector switch when the system is off, the 
system creates a sequence based on what it finds that is prepared in the directory; col. 
38 lines 8 - 35) and cause said drive to read said audio file from said play list (i.e. the 
system plays back the files stored on the drive thus it must read the audio files from the 
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drive for the decompression and play back); to cause said system CPU to decompress 
the compressed audio data of said audio file and provide decompressed audio data 
(system 200's CPU; col. 38 lines 44 - 50), 

wherein said decompressed audio data is transferred from said system CPU to 
an output amplifier through a first transfer path if said computer system is operated by 
said first operating system (i.e. normal playback, not the off state the digital audio files 
played back are retrieved from the Major OS partition; Fig. 20 element 614; thus the 
playback path starts with the Major OS portion leading through the system to the audio 
output), 

and wherein said decompressed audio data is transferred from said system CPU 
to said output amplifier through a second transfer path if said computer system is 
operated by said second operating system (i.e. off state playback, the audio files are 
retrieved from the compatible partition; figs 20 and 21 ; thus the playback path starts with 
the compatible leading through the system to the audio output; the two paths differing in 
the starting point of retrieval). 

Watanabe does not explicitly disclose storing the second operating system in 
BIOS. However Watanabe discloses storing a first operating system in a first storage 
region and a second operating system in a second storage region (abstract). Watanabe 
also discloses in an IBM PC the system ROM stores the BIOS which is executed upon 
power-up by the processor; col. 2 lines 14-30; and further that it is desirable for an 
"instant-on" application for certain programs such as ROM based operating systems in 
addition to a general-purpose full operating system (col. 5 lines 29 - 43). Storing this 
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digital audio player program in the ROM/BIOS would have been obvious to one of 
ordinary skill in the art. One would have been motivated to do so to provide an "instant- 
on" system. Furthermore Applicant acknowledges that storing this in any ROM based 
memory is a known alternative to storing in the BIOS (disclosure p. 12). 

Furthermore, the combination fails to explicitly disclose causing said 
decompressed audio data to be stored in said memory. However, Examiner takes 
official notice that it would have been obvious to one of ordinary skill in the art at the 
time of the invention to store the decompressed data prior to the A/D conversion. One 
would have been motivated to do so to buffer the data in order to provide a smooth 
playback and avoid unnecessary gaps within the playback of the audio. 

Regarding Claims 3-6, claims 3 - 6 are rejected under the same grounds as 
claim 1 stated above. Additionally, the claimed mini-operating system is equated with 
the second operating system in the rejection of claim 1 . It is considered "mini" in that it 
is only suited to operate with a single specific task, namely playing audio files, rather 
than a general operating system like the first operating system. Further, Watanabe 
discloses an audio controller in element 122. 

Regarding Claims 7, Watanabe discloses: 

A computer system adapted to play audio files (200), said computer system 
comprising: 

a system CPU (102); 
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a memory coupled to said system CPU (104); 

at least one drive coupled to said system CPU comprising compressed audio 
data, said compressed audio data residing in an audio file (240-1 and 616); 

wherein a first operating system is adapted to control at least said system CPU 
and said memory (i.e. the primary operating system; cols. 37, 38); 

wherein a play list software program is executable under said first operating 
system (i.e. functionality to organize the files which causes the 'primary' operating 
system to organize the files; col. 37 lines 57 - 67; col. 38 lines 1 - 8), said play list 
software program being adapted to permit selection and storage of a play list 
comprising said audio file (i.e. software for organizing the content and allowing the user 
to identify favorite audio files, storing them and providing a unique naming of the copy 
based on some naming convention; col. 37 lines 40 - 67 and col. 38 lines 1 - 7; and the 
digital audio player sequentially plays the prepared directory; col. 38 lines 25 - 35); and 

wherein a second operating system is adapted to retrieve said play list (i.e. in 
the digital audio mode selected by the mode selector switch when the system is off, the 
system creates a sequence based on what it finds that is prepared in the directory; col. 
38 lines 8 - 35) and cause said drive to read said audio file from said play list (i.e. the 
system plays back the files stored on the drive thus it must read the audio files from the 
drive for the decompression and play back); to cause said system CPU to decompress 
the compressed audio data of said file and provide decompressed audio data (system 
200's CPU; col. 38 lines 44 - 50), 
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wherein said decompressed audio data is transferred from said system CPU to 
an output amplifier through a first transfer path if said computer system is operated by 
said first operating system (i.e. normal playback, not the off state the digital audio files 
played back are retrieved from the Major OS partition; Fig. 20 element 614; thus the 
playback path starts with the Major OS portion leading through the system to the audio 
output), 

and wherein said decompressed audio data is transferred from said system CPU 
to said output amplifier through a second transfer path if said computer system is 
operated by said second operating system (i.e. off state playback, the audio files are 
retrieved from the compatible partition; figs 20 and 21 ; thus the playback path starts with 
the compatible leading through the system to the audio output; the two paths differing in 
the starting point of retrieval). 

Watanabe does not explicitly disclose storing the second operating system in 
BIOS. However Watanabe discloses storing a first operating system in a first storage 
region and a second operating system in a second storage region (abstract). Watanabe 
also discloses in an IBM PC the system ROM stores the BIOS which is executed upon 
power-up by the processor; col. 2 lines 14-30; and further that it is desirable for an 
"instant-on" application for certain programs such as ROM based operating systems in 
addition to a general-purpose full operating system (col. 5 lines 29 - 43). Storing this 
digital audio player program in the ROM/BIOS would have been obvious to one of 
ordinary skill in the art. One would have been motivated to do so to provide an "instant- 
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on" system. Furthermore Applicant acknowledges that storing this in any ROM based 
memory is a known alternative to storing in the BIOS (disclosure p. 12). 

Furthermore, the combination fails to explicitly disclose causing said 
decompressed audio data to be stored in said memory. However, Examiner takes 
official notice that it would have been obvious to one of ordinary skill in the art at the 
time of the invention to store the decompressed data prior to the A/D conversion. One 
would have been motivated to do so to buffer the data in order to provide a smooth 
playback and avoid unnecessary gaps within the playback of the audio. 

Regarding Claim 10, claim 1 0 is rejected under the same grounds as claim 7 
stated above. Additionally, the claimed mini-operating system is equated with the 
second operating system in the rejection of claim 7. It is considered "mini" in that it is 
only suited to operate with a single specific task, namely playing audio files, rather than 
a general operating system like the first operating system. Further, Watanabe discloses 
an audio controller in element 122 which plays back the decoded audio data as 
controlled by the second operating system. 

Regarding Claims 11 and 12, Watanabe discloses: 
A method of playing audio files on a computer system (operation of 200 as 
disclosed in cols. 37 - 40), said method comprising: 

booting a first operating system (i.e. starting the primary operating system; col. 

37); 
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creating and storing a play list comprising a list of compressed audio files 
residing on at least one drive of a computer system having said at least one drive, a 
CPU, and a memory (computer having a drive 240-1, 616, a CPU 102, and a memory 
104; software for organizing the content and allowing the user to identify favorite audio 
files while in the primary operating system; storing them and providing a unique naming 
of the copy based on some naming convention; col. 37 lines 40 - 67 and col. 38 lines 1 
- 7; and the digital audio player sequentially plays the prepared directory; col. 38 lines 
25 - 35); 

terminating said first operating system (i.e. placing the system in the off state to 
prepare to enter the appliance mode; col. 38) 

booting a second operating system upon activation of a switch, wherein said 
second operating system running instead of said first operating system to operate only 
to play said compressed audio files (pressing a dedicated boot mode selector switch to 
enter the information appliance mode to listen to the digital audio selections; col. 38), 
said second operating system being adapted to cause said system CPU to decompress 
said compressed audio files (system 200's CPU; col. 38 lines 44 - 50); 

transferring said decompressed audio data from said CPU to an output amplifier 
through a first path if said computer system is operated by said first operating system 
(i.e. normal playback, not the off state the digital audio files played back are retrieved 
from the Major OS partition; Fig. 20 element 614; thus the playback path starts with the 
Major OS portion leading through the system to the audio output), 
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transferring said decompressed audio data from said CPU to said output 
amplifier through a second transfer path that differs from said first transfer path if said 
computer is operated by said second operating system (i.e. off state playback, the audio 
files are retrieved from the compatible partition; figs 20 and 21 ; thus the playback path 
starts with the compatible leading through the system to the audio output; the two paths 
differing in the starting point of retrieval) 

reading said play list; reading said compressed audio files from said drive based 
on said play list (i.e. the digital audio player sequentially plays the prepared directory; 
col. 38 lines 25-35); 

providing said compressed audio files to said CPU for decompressing the data of 
said compressed audio file into decompressed audio data (col. 38 lines 35 - 57 and 
CPU 200; playback of MP3s requires decompression); 

retrieving decompressed audio data for playing (i.e. playback of MP3s; col. 38). 

Watanabe does not explicitly disclose storing the second operating system in 
BIOS. However Watanabe discloses storing a first operating system in a first storage 
region and a second operating system in a second storage region (abstract). Watanabe 
also discloses in an IBM PC the system ROM stores the BIOS which is executed upon 
power-up by the processor; col. 2 lines 14-30; and further that it is desirable for an 
"instant-on" application for certain programs such as ROM based operating systems in 
addition to a general-purpose full operating system (col. 5 lines 29 - 43). Storing this 
digital audio player program in the ROM/BIOS would have been obvious to one of 
ordinary skill in the art. One would have been motivated to do so to provide an "instant- 
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on" system. Furthermore Applicant acknowledges that storing this in any ROM based 
memory is a known alternative to storing in the BIOS (disclosure p. 12). 

Furthermore, the combination fails to explicitly disclose causing said 
decompressed audio data to be stored in said memory. However, Examiner takes 
official notice that it would have been obvious to one of ordinary skill in the art at the 
time of the invention to store the decompressed data prior to the A/D conversion. One 
would have been motivated to do so to buffer the data in order to provide a smooth. 

Regarding Claim 13, in addition to the elements stated above regarding the 
various independent claims, Watanabe further discloses 

a first switch coupled to said system CPU, the activation of said first switch 
causing said first operating system to boot (i.e. the main power switch for activating the 
computer to load the primary operating system; 136); and 

a second switch coupled to said system CPU, the activation of said second 
switch causing said second operating system to boot (i.e. the switch for entering 
appliance mode; col. 38). 

Regarding Claims 22, in addition to the elements stated regarding claim 20, 
Watanabe further discloses: 

wherein said audio controller is further adapted to cause said decompressed 
audio data to be retrieved for playing (i.e. reading the audio data from one of the drives 
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by the system to be passed to the audio controller 122) and once the audio data has 
been decompressed it is played back (audio playback) 



Regarding Claim 23, in addition to the elements stated regarding claim 20, 
Watanabe further discloses: 

wherein said drive is selected from the group consisting of: a hard disk, a 
removable disk, a floppy disk, a magnetic storage medium, an optical storage medium, 
and an IDE device (i.e. a hard disk). 

Regarding Claims 24, in addition to the elements stated regarding claim 20, 
Watanabe further discloses: 

wherein said compressed audio data is in a format selected from the group 
consisting of: MP3, WMA, AAC (i.e. an MP3 type player). 

Regarding Claim 25, in addition to the elements stated above regarding claim 
20, Watanabe further discloses: 

further comprising at least one digital computer bus, wherein said audio controller 
is coupled to at least one of said system CPU, memory, and drive via said digital 
computer bus (i.e bus Fig. 1) and said bus transfers digital data (Bus couples the drives 
to the system and transfers the files ) 
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Regarding Claims 27, in addition to the elements stated regarding claims 20 and 
38, Watanabe further discloses: 

further comprising an LCD interface for generating signals to an LCD display for 
displaying song name, file/directory name and/or timing data that includes an LCD 
display (computer display Fig. 1 , not explicitly disclosed as an LCD however Examiner 
takes Official notice that LCD monitors for use with computers are notoriously well 
known and are desirable to use for their space savings.) 

Regarding Claims 28, in addition to the elements stated regarding claim 20, 
Watanabe discloses: 

further comprising a plurality of function keys and a function key interface 
operable with said plurality of function keys, said function keys generating user 
commands to said audio controller through said function key interface (keyboard; 
mouse; other I/O devices Fig. 1). 

Regarding Claims 31, Watanabe further discloses: 

wherein said audio controller is adapted not to cause said drive to read said 
compressed audio data, nor to cause said system CPU to decompress said 
compressed audio data, nor to cause said decompressed audio data to be stored in 
said memory, unless said computer system is off, in hibernate mode, in suspend to 
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HDD mode, or in one of power states S4 or S5 (i.e. the audio control system plays back 
audio when the system is in the off mode; col. 38). 

Regarding Claim 32, Watanabe further discloses: 

wherein said audio controller is adapted not to cause said drive to read said 
compressed audio data, nor to cause said system CPU to decompress said 
compressed audio data, nor to cause said decompressed audio data to be stored in 
said memory, when said computer system is on, in sleep mode, in suspend to RAM 
mode, or in one of power states SO or S3 (i.e. the audio control system plays back audio 
when the system is in the off mode and the appliance mode is activated; col. 38). 

Regarding Claims 34, in addition to the elements stated above regarding claim 
20, Watanabe further discloses: 

wherein said compressed audio data is stored in one or more audio files on said 
drive (i.e. a Hard disk that stores compressed audio files Fig. 1; Fig. 21); 

said computer system further comprising a play list software program for creating 
and storing a play list comprising one or more said audio files (software for organizing 
the content and allowing the user to identify favorite audio files while in the primary 
operating system; storing them and providing a unique naming of the copy based on 
some naming convention; col. 37 lines 40 - 67 and col. 38 lines 1 - 7; and the digital 
audio player sequentially plays the prepared directory; col. 38 lines 25 - 35) 



Application/Control Number: 09/921 ,171 Page 1 5 

Art Unit: 2615 

Regarding Claims 35, in addition to the elements stated above regarding claim 

34, Watanabe further discloses: 

the play list software program is executable only when said computer is on or in 
power state SO (i.e. the user manages files in the On state under the major OS) 

Regarding Claims 36, in addition to the elements stated above regarding claim 

35, Watanabe further discloses: 

wherein said audio controller is further adapted to cause said drive to read said 
compressed audio data based, at least in part, on said stored play list (and the digital 
audio player sequentially plays the prepared directory; col. 38 lines 25 - 35) . 

Regarding Claim 41, in addition to the elements stated regarding claim 38, 
Watanabe further discloses: 

wherein said drive is selected from the group consisting of: a hard disk, a 
removable disk, a floppy disk, a magnetic storage medium, an optical storage medium, 
and an IDE device (i.e. hard disk) 

Regarding Claim 42, in addition to the elements stated regarding claim 38, 
Watanabe further discloses: 

wherein said compressed audio data is in a format selected from the group 
consisting of MP3, WMA and AAC, (i.e. MP3 col. 38) 
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Regarding Claims 43, 59 and 61, in addition to the elements stated regarding 
claims 38, 58 and 60, Watanabe further discloses: 

generating signals to a display for displaying song name, file/directory name 
and/or timing data (display subsystem 130; user controls the system using the display 
and can organize via file names; cols. 37 - 38). 

Watanabe does not explicitly disclose that the display is an LCD display. 
However, Examiner takes official notice that LCD displays for use with computer 
systems are notoriously well known in the art. Using one to as the display for Wanatabe 
is desirable for numerous reasons, one being space. 

Regarding Claim 44, in addition to the elements stated regarding claim 38, 
Watanabe discloses: 

a plurality of function keys, and wherein said method further comprises receiving 
user commands generated by at least one of said plurality of function keys and utilizing 
said user commands to control said playing (i.e. play back controls, power button, and 
boot selector button; col. 38 and 39). 

Regarding Claim 45, in addition to the elements stated regarding claim 38, 
Watanabe discloses: 

further comprising a software driver for receiving interrupts generated by at least 
one of said plurality of function keys and for passing said interrupts to said system CPU 
(i.e. interrupts from the boot switch to control boot sequence; col. 1 1 lines 25 - 35). 
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Regarding Claims 47 and 49, claims 47 and 49 are rejected under the same 
grounds as claims 31 and 32 as stated above. 

Regarding Claim 55, Watanabe discloses: 

A method of playing audio files on a computer system (system 200 in view of 
audio player mode in cols 37 - 39), said method comprising: 

when said computer system is on, in sleep mode, in suspend to RAM mode, or in 
one of power states SO or S3 (i.e. full power mode/primary operating system mode) 
creating and storing a play list comprising a list of compressed audio files residing on 
one or more drives of a computer having at least a drive, a CPU, and a memory 
(computer having a drive 240-1, 616, a CPU 102, and a memory 104; software for 
organizing the content and allowing the user to identify favorite audio files while in the 
primary operating system; storing them and providing a unique naming of the copy 
based on some naming convention; col. 37 lines 40 - 67 and col. 38 lines 1 - 7; and the 
digital audio player sequentially plays the prepared directory; col. 38 lines 25 - 35), 
wherein said list of compressed audio files is stored for playback using a mini operating 
system operating independently of a first operating system controlling said computer 
system (i.e. the created sequence which is prepared for playback in the digital audio 
appliance mode; col. 38), wherein said mini operating system is operable only to play 
compressed audio data when said computer system is off (i.e. digital audio appliance 
mode is configured to play audio files and nothing more; cols. 37 - 49); and 
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when said computer system is off, in hibernate mode, in suspend to HDD mode, 
or in one of power states S4 or S5 (i.e. digital audio player appliance mode; col. 38), 
reading said play list (i.e. finding the created sequence; col. 38); 

when said computer system is off, in hibernate mode, in suspend to HDD mode, 
or in one of power states S4 or S5 (i.e. digital audio player appliance mode; col. 38), 
reading said compressed audio files from said drive based on said play list (i.e. finding 
the created sequence and playing them one after the other; col. 38); 

when said computer system is off, in hibernate mode, in suspend to HDD mode, 
or in one of power states S4 or S5 (i.e. digital audio player appliance mode; col. 38), 
providing said compressed audio data to said CPU for decompressing the data of said 
compressed audio file into decompressed audio data (col. 38 lines 35 - 57 and CPU 
200; playback of MP3s requires decompression); 

wherein said decompressed audio data is transferred from said system CPU to 
an output amplifier through a first transfer path if said computer system is operated by 
said first operating system (i.e. normal playback, not the off state the digital audio files 
played back are retrieved from the Major OS partition; Fig. 20 element 614; thus the 
playback path starts with the Major OS portion leading through the system to the audio 
output), 

and wherein said decompressed audio data is transferred from said system CPU 
to said output amplifier through a second transfer path if said computer system is 
operated by said second operating system (i.e. off state playback, the audio files are 
retrieved from the compatible partition; figs 20 and 21 ; thus the playback path starts with 
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the compatible leading through the system to the audio output; the two paths differing in 
the starting point of retrieval), and 

when said computer system is off, in hibernate mode, in suspend to HDD mode, 
or in one of power states S4 or S5 (i.e. digital audio player appliance mode; col. 38), 
retrieving decompressed audio data for playing (i.e. playing back digital audio using the 
dedicated appliance boot mode; col. 38). 

Watanabe fails to explicitly disclose when said computer system is off, in 
hibernate mode, in suspend to HDD mode, or in one of power states S4 or S5 (i.e. 
Watanabe's appliance mode) storing said decompressed audio data in said memory 
and retrieving it. However, Examiner takes official notice that it would have been 
obvious to one of ordinary skill in the art at the time of the invention to store the 
decompressed data prior to the A/D conversion. One would have been motivated to do 
so to buffer the data in order to provide a smooth. 

Regarding Claim 70, in addition to the elements stated above regarding claim 1, 
Watanabe further discloses: 

a special purpose circuit (MP3 Player Fig. 21) configured by said system CPU 
to receive at lease one control command from said memory if said computer system is 
operated by said second operating system (i.e. retrieve data for playback in appliance 
mode; decompress data; output data to 746; in response to playback commands), 

wherein said decompressed audio data from said system CPU is transferred 
through said special purpose circuit to said output amplifier in response to said at least 
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one control command (i.e. playing back audio data via the speakers in response to a 
user command; Fig. 21 and its disclosure). 

Regarding Claims 14 -17, 19, 20, 37, 38, 40, 53, 56 - 58 and 60 claims 14-20, 
38, 40, 53, 56 - 58 and 60 claim limitations which are met by the rejections of the 
independent claims listed above. 



Claims 21 and 39 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Watanabe (U.S. Patent 6,763,458) in view of Birrell (U.S. Patent 6,332,1 75). 

Regarding Claim 21, in addition to the elements stated regarding claim 20, 
Watanabe fails to explicitly disclose the limitations taught in claim 20. 

In similiar field of endeavor (i.e. low power audio playback) Birrell applied to 
Watanabe discloses: 

wherein said audio controller is further adapted to place said CPU in standby 
state when said system CPU is not decompressing said compressed audio data (i.e. the 
control programs include a power down procedure (col. 5 lines 24 - 25) and in a 
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preferred embodiment, one predefined power down condition is data is not being played 
(col. 7 lines 22-24). 

It would have been obvious to one of ordinary skill in the art to apply the 
teachings of Birrell to Watanabe in order to realize further power savings in the 
combination. 



Regarding Claim 39, Watanabe does not explicily disclose placing said CPU in a 
standby state when said system CPU is not decompressing said compressed audio 
data. 

Birrell discloses: 

wherein said audio controller is further adapted to place said CPU in standby 
state when said system CPU is not decompressing said compressed audio data (i.e. the 
control programs include a power down procedure (col. 5 lines 24 - 25) and in a 
preferred embodiment, one predefined power down condition is data is not being played 
(col. 7 lines 22-24). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply Birrell's power saving teachings to Watanabe's audio appliance mode 
for the purpose of saving power. 
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Claims 29, 30, 33 and 46 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Watanabe (U.S. Patent 6,763,458) in view of Alexander (U.S. Patent 
6,380,968). 

Regarding Claims 29, in addition to the elements stated above regarding claim 

28, Watanabe does not explicitly disclose a software driver receives interrupts 
generated by at least one of said plurality of function keys and for passing said 
interrupts to said system CPU. 

Alexander discloses: 

. a software driver receives interrupts generated by at least one of said plurality 
of function keys and for passing said interrupts to said system CPU (i.e. a cursor detect 
circuit that receives an interrupt from a user input device, determines the nature of the 
interrupt and instructs the microcontroller of it (col. 7 lines 11 - 14) 

One of ordinary skill in the art at the time of the invention would have been 
motivated to use Alexander's interrupts to alert Watanabe's CPU of user inputs. 
Watanabe does not explicitly disclose how the device processes user inputs and using 
interrupts as Alexander discloses would have been obvious to one of ordinary skill in the 
art at the time of the invention to permit various changes in state of the device. 

Regarding Claims 30, in addition to the elements stated above regarding claim 

29, Watanabe does not disclose the CPU utilizing interrupts to control a standard audio 
player software. 

Alexander discloses: 
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wherein said CPU utilizes said interrupts to control a standard audio player 
software (i.e. a cursor detect circuit that receives an interrupt from a user input device, 
determines the nature of the interrupt and instructs the microcontroller of it (col. 7 lines 
11 - 14) 

Motivation to combine these elements is given above regarding claim 29. 

Regarding Claims 33, in addition to the elements stated above regarding claim 
29, Watanabe does not explicitly disclose a software driver for receiving interrupts 
generated by at least one of said plurality of function keys and for passing said 
interrupts to said system CPU. 

Alexander discloses: 

further comprising a software driver for receiving interrupts generated by at least 
one of said plurality of function keys and for passing said interrupts to said system CPU 
(i.e. a cursor detect circuit that receives an interrupt from a user input device, 
determines the nature of the interrupt and instructs the microcontroller of it (col. 7 lines 
11 -14) 

Motivation to combine these elements is given above regarding claim 29. 

Moreover, neither Watanabe nor Alexander discloses the software driver not 
doing these operations unless the computer system is on. However, it is obvious that 
this would be the case. If the system were not on, there would be no power available 
and the interrupts would not be sent thus reading on the limitation wherein the software 
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driver is adapted to not do these operations unless the computer system is on, in sleep 
mode, in suspend to RAM mode, or in one of the power states SO or S3. 

Regarding Claims 46, in addition to the elements stated above regarding claim 
38, Watanabe discloses: 

standard audio player software (col. 38) 

Watanabe does not disclose the CPU utilizing interrupts to control standard audio 
player software. 

Alexander discloses: 

wherein said CPU utilizes said interrupts to control said standard audio player 
software (i.e. a cursor detect circuit that receives an interrupt from a user input device, 
determines the nature of the interrupt and instructs the microcontroller of it (col. 7 lines 
11 - 14) 

One of ordinary skill in the art at the time of the invention would have been 
motivated to use Alexander's interrupts to alert Watanabe's device of user inputs. 
Watanabe does not explicitly disclose how the device processes user inputs and using 
interrupts as Alexander discloses would have been obvious to one of ordinary skill in the 
art at the time of the invention to permit various changes in state of the device. 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
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obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 1 - 7, 10 - 17, 19, 20, 37, 38, 53, 55-58 and 60 of 09/921,171 are 
provisionally rejected on the ground of nonstatutory obviousness-type double patenting 
as being unpatentable over claims 1 and 4 of copending Application No. 09/969,060. 
Although the conflicting claims are not identical, they are not patentably distinct from 
each other. 

The claims in the '171 and the '060 application do not differ significantly. Minor 
differences in terminology exist and minor components are added or removed. In the 
'060 application, a volume serial number is part of the play list for identifying the location 
of audio files. However, this is notoriously well known in the art to use a volume serial 
number to locate various files. Additionally, the '171 application often claims a "mini" 
OS, which is essentially the second operating system claimed in the '060 application. 
The second operating system is a limited component operating system that involves few 
of the main computers components and thus can be considered to be "mini". 
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This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claims 1 - 7, 10 - 17, 19, 20, 37, 38, 53, 55-58 and 60 of 09/921,171 are 
provisionally rejected on the ground of nonstatutory obviousness-type double patenting 
as being unpatentable overclaims 8, 14 and 18 of copending Application No. 
10/272,740. Although the conflicting claims are not identical, they are not patentably 
distinct from each other. 

The claims in the '171 and the '740 application do not differ significantly. Minor 
differences in terminology exist and minor components are added or removed. In the 
'740 application, a voice input function is provided. However, this is notoriously well 
known in the art to use in an audio playback. These features are often provided on the 
same device to allow the user record memos. Additionally, the '171 application often 
claims a "mini" OS, which is essentially the second operating system claimed in the '740 
application. The second operating system is a limited component operating system that 
involves few of the main computers components and thus can be considered to be 
"mini". Further, the '740 application claims transferring from a south bridge, however, a 
south bridge is a notoriously well known part of a computer system which handles data 
transfer. It is obvious that many PC transfer data via this interface. 



Conclusion 



Application/Control Number: 09/921 ,171 Page 27 

Art Unit: 2615 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ANDREW C. FLANDERS whose telephone number is 
(571 )272-751 6. The examiner can normally be reached on M-F 8:30 - 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sinh Tran can be reached on (571) 272-7546. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/acf/ 

/Sinh N Tran/ 

Supervisory Patent Examiner, Art Unit 2615 
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